THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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Before, McCANDLI SH, Senior Adninistrative Patent Judge and
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GONZALES, Administrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe exam ner's fi nal
rejection of clains 1 through 5, which are all of the clains
pending in this application.

We REVERSE

! Application for patent filed June 16, 1993
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The appellants’ invention relates to a nethod of renoving
t he bi nder phase fromthe surface of a hard material body
containing hard constituents in a binder phase (clainms 1
t hrough 4) and the product produced by the nethod (claimb).
Clains 1 and 5 are illustrative of the subject matter on
appeal and are reproduced bel ow

1. A nethod of renoving the binder phase fromthe surface

of a hard material body containing hard constituents in a

bi nder phase based on cobalt and/or nickel, said body

havi ng a bi nder phase enriched surface zone conpri sing

bl asting the surface zone using particles having a size

of 400 to 1500 nesh.

5. The product of the nethod of claim1l.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ains are:

Reed 3, 382, 159 May 07,
1968

Aiver 4,272,612 Jun. 09, 1981

Additionally, the exam ner relies on the admtted prior
art (APA) described on pages 1 and 2 of the appellants’
speci fication.

Clains 1 through 5 stand rejected under 35 U.S.C. § 103

as bei ng unpatentable over the APA in view of Oiver and Reed.
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Rat her than reiterate the conflicting viewoints advanced
by
t he exam ner and the appell ants regardi ng the above-noted
rejection, we nake reference to the final rejection (Paper No.
8, mailed Cctober 5, 1994) and the answer (Paper No. 15,
mai | ed Septenber 12, 1995) for the exam ner’s conplete
reasoning in support of the rejection, and to the main and
reply briefs (Paper Nos. 14 and 17, filed July 5, 1995 and
Novenber 13, 1995 respectively) for the appellants’ argunents
t her eagai nst .

CPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellants’ specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. Upon evaluation of all the evidence before us, it

is
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our conclusion that the evidence adduced by the exam ner is

insufficient to establish a case of obviousness with respect
to clainms 1 through 5. Accordingly, we wll not sustain the
examner's rejection of claims 1 through 5 under 35 U S.C. 8§

103. Qur reasoning for this determnation foll ows.

In rejecting clains under 35 U. S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See Inre Rijckaert, 9 F.3d 1531, 1532, 28

UsPQ2d

1955, 1956 (Fed. Cir. 1993). A prima facie case of

obvi ousness

is established by presenting evidence that the reference

t eachi ngs woul d appear to be sufficient for one of ordinary
skill in the relevant art having the references before himto
make the proposed conbination or other nodification. See In
re Lintner, 458 F.2d 1013, 1016, 173 USPQ 560, 562 (CCPA

1972). Furthernore, the conclusion that the clainmed subject

matter is prima facie obvious nust be supported by evidence,
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as shown by sone objective teaching in the prior art or by
know edge generally available to

one of ordinary skill in the art that would have | ed that

i ndi vidual to conbine the rel evant teachings of the references

to arrive at the clained i nvention. See In re Fine, 837 F.2d

1071, 1074, 5 USPQd 1596, 1598 (Fed. Cir. 1988). Rejections
based on

8§ 103 nust rest on a factual basis with these facts being
interpreted wi thout hindsight reconstruction of the invention
fromthe prior art. The exam ner may not, because of doubt
that the invention is patentable, resort to specul ation,

unf ounded

assunption or hindsight reconstruction to supply deficiencies

in the factual basis for the rejection. See In re Warner, 379

F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967), cert. denied,

389 U. S
1057 (1968). CQur review ng court has repeatedly cautioned
agai nst enpl oyi ng hi ndsi ght by using the appellants’

di scl osure
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as a blueprint to reconstruct the clainmed invention fromthe

i sol ated teachings of the prior art. See, e.qg., Gain

Processing Corp. v. American Mi ze-Products Co., 840 F.2d 902,

907, 5 USPQ2d 1788, 1792 (Fed. Cir. 1988).

Wth this as background, we turn first to the rejection
of claiml1, the only independent claimin the application.

The exam ner describes the APA as teaching the nethod recited
in claiml, except that the APA nethod uses particles having
“a size of about 150 nesh” rather than particles having a size
of 400 to 1500 nmesh as required by claim1l (appellants’
specification, page 2 and answer, page 3).

The examiner relies on Reed and Aiver to “denonstrate
that one having ordinary skill in the art realizes [sic, would
have realized] that use of an abrasive having a relatively
| arge particle size well [sic] result in a nore coarse renova

of

material relative to an abrasive having relatively small
particle size” (answer, page 3). Based on the teachings of
the APA, Reed and diver, the exam ner concluded that it would
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have been obvi ous

to nodify Appellant’s admtted prior art process by

enpl oying alum na grinding nedia of a smaller particle

si ze once he [a person of ordinary skill in the art]

realized that the larger-sized alumna grinding nedia | ed

to unwanted results, or desired a nore exact abrading

procedure. The size of the grinding nedia, i.e. 400-1500

mesh, i s deened obvi ous because one having ordi nary skil

in the art would have arrived at this optimal particle

si ze without undue experinentation. (Answer, page 4)

The appel l ants argue that the applied prior art fails to
provi de the necessary incentive or notivation for nodifying
the APA in a manner which woul d have produced the clai ned
met hod (reply brief, page 3). W agree.

We have carefully reviewed both the Reed and A i ver
di scl osures, but can find nothing in either reference which
woul d have reasonably suggested the clainmed nethod to a person
of ordinary skill in the art. W are infornmed by appellants’
specification (page 2) that it is difficult using conventional
bl asting nethods to control the blasting depth, especially

close to the cutting edge of the carbide insert, and that

conventi onal

bl asting methods result in damage to the carbide grains and
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uneven renoval of the cobalt |ayer

Reed, on the other hand, is concerned with finding a | ess
troubl esome net hod for produci ng a roughened, non-reflective
surface finish on nmetal trimpieces used, for exanple, on
aut onobi |l es and appliances. As described by Reed, the prior
art nmethod includes a first plating step foll owed by a
bl asting step
to roughen the plated surface using a 140 nesh particle size
abrasive nedia followed by a second plating step (Figure 1 and
col. 1, lines 43-63). Reed is particularly concerned with
controlling blasting depth in order to avoid eroding a first
plating |layer. However, Reed’s solution is to blast prior to
applying the first plating | ayer using a coarser abrasive
media than typically used, i.e., 80-100 nesh, and to bl ast at
hi gher pressure and at cl oser range.

A iver discloses a nethod of nmaking bonded gri d-cat hode
units for mcrowave triode tubes using erosion |ithography
(col. 1, lines 13-16). A specific object of Oiver is to
provide a grid-cathode structure having a grid pattern with
openi ngs of the order of 0.001 inch or less (col. 1, line 66

to col. 2, line 2).
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A iver teaches the desired resolution nay be obtained using an
air abrasion gun at 30 psi and 600 nesh alum na, (col. 8,
lines 17-22). In order to obtain uniformabrasion over the
entire exposed surface of the cathode, Aive teaches that it
S

necessary to use a rectangul ar nozzl e having a hi gh aspect
rati o, as opposed to the circular nozzle used in the prior

art, together with scanning of the grid pattern relative to
the nozzle (col. 8, lines 34-57).

Contrary to the examner’s position, we do not view Reed
or Aiver as suggesting a snaller abrasive nedia to inprove
control of blasting depth. In fact, Reed teaches abrading
with a coarser nedia than the prior art, the opposite of the
clai med nethod, while adjusting other blasting variabl es, such
as, blasting pressure and range. diver teaches that erosion
'ithography for the purpose of obtaining very fine detail was
a failure, even with 600 nesh alum na, until changes in
vari abl es other than abrasive particle size, such as nozzle
shape and rel ati ve novenent between the nozzle and work piece,

wer e nmade.
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Li ke appel |l ants, absent the disclosure of the present
application, we do not consider that one of ordinary skill in

t he

art woul d have been notivated to nodify the method of renoving
bi nder phase fromthe surface of a cenented carbide insert of
the APA in the manner required to arrive at the nethod defined
in appellants’ claim1 based on the teachings of Reed and
aiver.

For the above reasons, the examner’'s rejection of claim
1 under 35 U.S.C. 8§ 103 will not be sustained.

Clains 2 through 4 are dependent on claim 1l and contain
all of the limtations of that claim Therefore, we will also
not sustain the standing 35 U.S.C. §8 103 rejection of clainms 2
t hrough 4.

The i ssue presented by the examner’s rejection of
product - by-process claim5 under 35 U S.C. § 103 as being
unpat ent abl e over the APA in view Aiver and Reed is an
entirely different matter. The exam ner bears a | esser burden

of proof in making out a case of prima facie obviousness for
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product - by- process cl ai ns because of their peculiar nature
t han when a product is clainmed in the conventional fashion.

In re Fessmann, 489 F.2d 742, 744, 180 USPQ 324, 326 ( CCPA

1974). However, in order to shift the burden of com ng
forward with evidence to the applicant to establish an

unobvi ous difference between the claimed product

and the prior art product, the exam ner nust provide a
rational e tending to show that, although produced by a
different process, the clainmed product appears to be the sane

or simlar to that of the prior art. 1n re Marosi, 710 F. 2d

798, 802, 218 USPQ 289,

292 (Fed. CGr. 1983). 1In this case, no such rational e has
been set forth by the exam ner. Therefore, the burden of
proof has not been shifted to the appellants. Furthernore, we
are informed by appellants’ specification that inserts

subj ected to the clained net hod have carbine grains which are
“al nost undamaged and very few cobalt areas renai ned’” as
conpared to an insert produced according to the prior art

met hod (specification, page 5). Having no reason to doubt the
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objective truth of the statenents nade in appellants’
specification, we are of the opinion that structural
di fferences do exi st between the product nade by appeal ed
claiml and the nethod of the APA

In view of the above, the examner’s rejection of claim5

under 35 U.S.C. 8 103 will not be sustai ned.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject

claims 1 through 5 under 35 U . S.C. 8§ 103 is reversed.

REVERSED

HARRI SON E. McCANDLI SH )
Seni or Adm nistrative Patent Judge )

12



Appeal No. 1996-1699
Application No. 08/077,681

PATENT

NEAL E. ABRAMS
AND

Adm ni strative Patent Judge
| NTERFERENCES

JOHN F. GONZALES
Adm ni strative Patent Judge

vsh
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